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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
Applicant: Brian Seed et al. Art Unit: 1648 

Serial No.: 09/939,537 Examiner: Emily M. Le 

Filed: August 24, 2001 Customer No.: 21559 



i Title: 



TARGETED CYTOLYSIS OF HIV-INFECTED CELLS BY 
CHIMERIC CD4 RECEPTOR-BEARING CELLS 



Mail Stop Issue Fee 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

APPLICATION FOR PATENT TERM ADJUSTMENT UNDER 37 C.F.R. $ 1.705 

In response to the Determination of Patent Term Adjustment under 35 U.S.C. 

§ 154(b) mailed with the Notice of Allowance on October 31, 2003 in connection with the 

above-captioned patent application, Applicants hereby request reconsideration of the 

patent term adjustment. Applicants submit that the current patent term adjustment should 

be 372 days (i.e., the period in excess of fourteen months from the filing date of the 

present patent application to the mailing date of the Notice of Allowance). 

In support of this application, Applicants first summarize crucial dates and actions 
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that result in patent term adjustment. The present patent application was filed on August 

24, 2 00 1 . A Notice to File Missing Parts was mailed on October 3 1 , 200 1 and Applicants 

mailed a complete reply to this Notice on December 10, 2001. Applicants' reply was 

received by the U.S. Patent and Trademark Office ("the U.S.P.T.O.") on January 16, 

2002, as indicated by the U.S.P.T.O. stamp on the return postcard included with the reply 

(Exhibit 1). No action under 35 U.S.C. § 132 was mailed, and a Notice of Allowance was 

mailed on October 31, 2003, which is later than fourteen months after the filing date of 

the present patent application. 

The rules governing patent term adjustment due to examination delay are provided 

for in 37 C.F.R. § 1.702, which states: 

[T]he term of an original patent shall be adjusted if issuance 
of the patent was delayed due to the failure of the Office to: 
(1) Mail at least one notification under 35 U.S.C. 132 
or a notice of allowance under 35 U.S.C. 151 not later than 
fourteen months after the date on which the application was 
filed under 35 U.S.C. 111(a). 

37 C.F.R. § 1.703 states: 

(a) The period of adjustment under 1 .702(a) is the sum of the 
following periods: 

(1) The number of days, if any, in the period beginning 
on the day after the date that is fourteen months after the date 
on which the application was filed under 35 U.S.C. 1 1 1(a) . . . 
and ending on the mailing date of either an action under 35 
U.S.C. 132 or a notice of allowance under 35 U.S.C. 151, 
whichever occurs first. 
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With regard to reductions in patent term adjustment, 37 C.F.R. § 1.704(b) states: 

[T]he period of adjustment set forth in § 1.703 shall be 
reduced by the number of days, if any, beginning the day after 
the date that is three months after the mailing or transmission 
of the Office communication notifying the applicant of the 
rejection, objection, argument, or other request and ending on 
the date the reply was filed. 

In addition, 37 C.F.R. § 1.703(f) states that the "date indicated on any certificate of 
mailing or transmission under § 1.8 shall not be taken into account" in calculating the 
period of patent term adjustment. 

The period from the August 24, 2001 filing date of the application to the October 
31, 2003 mailing date of the Notice of Allowance spans fourteen months and 372 days. 
Applicants submit that the patent term should be extended for the 372 days in excess of 
the fourteen-month time period provided for in 37 C.F.R. § 1.702. There were no 
circumstances constituting a failure to engage in reasonable efforts to conclude 
processing or examination as set forth in 37 C.F.R. § 1.704. 

Applicants' calculation of the patent term adjustment period differs from that 
calculated by the Office, and Applicants submit that the Office's calculation is in error. 
In particular, in reference to the Patent Term Adjustment History on the PAIR system 
(Exhibit 2), Applicants note that the period of patent term adjustment was reduced from a 
total of 372 days by 25 days. This reduction appears to be due to the number of days in 
excess of three months after the October 31, 2003 mailing date of the Notice to File 
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Missing Parts (Item 5; Exhibit 2) that the application was deemed to be complete (Item 
12; Exhibit 2). Applicants note that they replied to the Notice to File Missing Parts on 
December 10 5 2001 (Items 7-10; Exhibit 2) and that this reply was received by the 
U.S.P.T.O. on January 16 5 2002, as indicated by the U.S.P.T.O. stamp on the return 
postcard included with the reply (Exhibit 1). Thus, the U.S.P.T.O. received Applicants 5 
reply within three months of the mailing date of the Notice to File Missing Parts. 
Accordingly, the reply was timely filed under 37 C.F.R. § 1.704(b) and the period of 
patent term adjustment should not be reduced on this basis 1 . 

In addition, Applicants note that the present patent application is not subject to a 
Terminal Disclaimer. 

In view of the above facts, this application is currently entitled to 372 days of 
patent term adjustment under 37 C.F.R. § 1.703. 



1 Applicants note that the PAIR system date for when the present application was deemed to be complete reflects a 
delay in processing Applicants' reply to the Notice to File Missing Parts that could be due to the special mail 
handling and decontamination procedures instituted after the September 1 1, 2001 attack. 
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CONCLUSION 



Applicants submit that the current patent term adjustment should be 372 days and 
request reconsideration of the patent term adjustment. 

Enclosed is a check in the amount of $400.00 for the fee set forth in 37 C.F.R. 
§ 1.18(f). If there are any additional charges or any credits, please apply them to Deposit 
Account No. 03-2095. 



Clark & Elbing LLP 
101 Federal Street 
Boston, MA 021 10 
Telephone: 617-428-0200 
Facsimile: 617-428-7045 



Respectfully submitted, 
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REPLY TO NOTICE OF ALLOWANCE AND NOTICE OF ALLOWABILITY 

In reply to the Notice of Allowance and Notice of Allowability that were mailed in 

connection with the above-captioned case on October 31, 2003 and having confirmation 

number 3555, enclosed are: 

S A completed fee transmittal form PT0L-85; and 

M A check for $1,660.00 to cover the issue fee required by 37 C.F.R. § 1.18(a) of 
$1,330.00, the publication fee of $300.00, and the patent copy fee required by 37 
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If there are any other charges or any credits, please apply them to Deposit Account 



Date: llVcceJetS 2c*?_3 



Clark & Elbing LLP 
101 Federal Street 
Boston, MA 021 10 
Telephone: 617-428-0200 
Facsimile: 617-428-7045 



No. 03-2095. 



Respectfully submitted, 
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Mail Stop Issue Fee 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

COMMENTS ON STATEMENT OF REASONS FOR ALLOWANCE 

In the Notice of Allowability that was mailed in connection with the above- 

captioned case on October 31, 2003 the Office states, under Reasons for Allowance: 

The instant claimed invention is directed to a chimeric 
receptor that comprises an extracellular portion which 
includes a CD4 domain that specifically recognizes and binds 
HIV or an HIV-infected cell but which does not mediate HIV 
infection, a transmembrane portion that comprises the CD7 
transmembrane domain, and an intracellular portion which 
signals a cell bearing said receptor to destroy a receptor- 
bound HIV of [sic, or] HIV-infected cell. The closest prior 
art does not teach or suggest a chimeric receptor that 
comprises a) an extracellular portion which includes a CD4 
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domain that specifically recognizes and binds HIV or an HIV- 
infected cell but which does not mediate HIV infection, b) a 
transmembrane portion that comprises the CD7 
transmembrane domain, and c) an intracellular portion which 
signals a cell bearing said receptor to destroy a receptor- 
bound HIV of [sic, or] HIV-infected cell. 

Applicants wish to clarify the record with respect to this statement. Claims 22-30 

have been allowed. Independent claim 22 (from which all other claims depend) is 

reproduced below: 

22. A proteinaceous chimeric receptor, said receptor 
comprising (a) an extracellular portion which includes a CD4 
domain that specifically recognizes and binds HIV or an HIV- 
infected cell but which does not mediate HIV infection, (b) a 
transmembrane portion, and (c) an intracellular portion which 
signals a cell bearing said receptor to destroy a receptor- 
bound HIV or HIV-infected cell. 

Applicants note that claim 22 does not require the transmembrane portion to include a 

CD7 transmembrane domain. In fact, only dependent claim 25 recites that the 

transmembrane portion contains a CD7 transmembrane portion. 

Applicants assume, therefore, that the Office's statement is intended to convey the 

fact that CD7 is one possible transmembrane portion that may be used for the claimed 

chimeric receptors. If the Office disagrees with Applicants on this interpretation of the 

allowed claims, in particular, claim 22, prosecution in this case should be re-opened to 

allow resolution of this issue. 
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No fee is believed to be due in connection with these comments. If there are any 
charges or any credits, please apply them to Deposit Account No. 03-2095. 

Respectfully submitted, 



Date: f?2 to ^U.goo 3 



KareXL. Elbing, Ph.E£> 
Reg^No. 35,238 



Clark & Elbing LLP 
101 Federal Street 
Boston, MA 02110 
Telephone: 617-428-0200 
Facsimile: 617-428-7045 
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